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DETAILED ACTION 

Information Disclosure Statement 

The prior art references set forth in the specification have been reviewed. 
Specification 

1 . The use of the trademarks "REYMAG" and "RADEL" have been noted in this 
application. They should be capitalized wherever they appear and be accompanied by 
the generic terminology. 

Although the use of trademarks is permissible in patent applications, the 
proprietary nature of the marks should be respected and every effort made to prevent 
their use in any manner which might adversely affect their validity as trademarks. 
Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-17, 25-27, 29, and 32 are rejected under 35 U.S.C. 102(b) as being 
anticipated by El-Hibri et al., 5,164,466 (El Hibri). 

El-Hibri discloses a polymer composition comprising a blend of a 
polyphenylsulfone and a polysulfone wherein the polyphenylsulfone and polysulfone 
each have structural repeating units as claimed in present claims 1 and 13. In addition, 
El-Hibri discloses that the polyphenylsulfone comprises from about 25 to about 99 
percent by weight and the polysulfone comprises from about 1 to 75 percent by weight, 
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which is in the ranges contemplated by applicants in claims 2-5 and 14-17. The 
polymer composition can be an insulation coating for electrical conductors. The skilled 
artisan would immediately envisage an insulated wire and method of coating said 
polymer composition on a bare wire, per claims 1 and 13. See entire document, for 
example abstract, formula (2), formula (3), column 3, lines 3-24, and column 6, lines 56- 
59. Also, El-Hibri discloses that the composition can contain other additives of the type 
set forth by applicants in claims 6-1 0. See column 6, lines 56-68. Regarding claims 1 1 - 
1 2 and 25-26, the language of "can be a copolymer wherein up to less than 50 mole 
%..." is not limiting. This language does not constitute a clear positive recitation that the 
PPSF or PSF are copolymers, and the requirement of "up to less than 50 mole%" does 
not require the presence of the recited compound residues. Hence, the teachings of El- 
Hibri meet the requirements of these claims. Furthermore, it should be noted that El- 
Hibri discloses the same type of resins i.e. "RADEL R" and "UDEL P-1700" as disclosed 
by applicants in their specification as being suitable. Accordingly, the resin of El-Hibri 
necessarily meets the requirements of present claims 11-12 and 25-26. The polymer 
insulation and electrical conductor of El-Hibri anticipates the inventions of claims 27, 29, 
and 32. 

Therefore the teachings of El-Hibri anticipate the invention as claimed in present 
claims 1-17, 25-27, 29, and 32. 

4. Claims 1-3, 6-10, 13-15, 25-27, 29, and 32 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Harris, 4,957,978. 
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Harris discloses a polymer composition comprising a blend of from about 80 to 
about 99 percent by weight of a poly(aryl) ether sulfone and from about 1 to about 20 
percent by weight of a second poly(aryl) ether sulfone. Each of the poly(aryl) ether 
sulfone resins have structural repeat units of the type contemplated by applicants in 
claims 1 and 13. See entire document, and for example, abstract and the Examples. 
The amounts of each component are within the instant claimed ranges set forth in 
claims 2-3 and 14-15. In addition, Harris discloses that the composition can contain 
additives of the type set forth by applicants in claims 6-10. See column 10, lines 56-64. 
Both poly(aryl) ether sulfone resins have aromatic dihydroxy compound residues that 
are as contemplated by applicants in claims 11-12 and 25-26. See Examples. Also, 
with regard to claims 12 and 26, Harris discloses the same polysulfone as that disclosed 
by applicants in their specification as being suitable. Hence, Harris necessarily 
discloses a polysulfone having the claimed critical aromatic dihydroxy compound 
residues. The polymer of Harris can be used as insulation for electrical conductors. 
The skilled artisan would immediately envisage an insulated wire and method of coating 
said polymer composition on a bare wire, per claims 1 and 13. The polymer insulation 
and electrical conductor of Harris anticipates the inventions of claims 27, 29, and 32. 

Therefore, the teachings of Harris anticipate the invention as claimed in present 
claims 1-3, 6-10, 13-15, 25-27, 29, and 32. 

Claim Rejections - 35 USC § 103 
5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

7. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

8. Claims 1-17, 25-29, and 32-34 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over El-Hibri 6,075,100 in view of Harris 4,957,978. 

El-Hibri discloses a polymer composition comprising a blend of a poly(aryl ether 
sulfone) (polyphenylsulfone) and a polysulfone wherein the polyphenylsulfone and 
polysulfone each have structural repeating units as claimed in present claims 1 and 13, 
and are formed from the same type of aromatic dihydroxy compound residues set forth 
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in claims 11-12 and 25-26. See entire document, for example, abstract, column 3, lines 
16-20 and column 4, lines 19-30. Also regarding claims 11-12 and 25-26, the language 
of "can be a copolymer wherein up to less than 50 mole %..." is not limiting. This 
language does not constitute a clear positive recitation that the PPSF or PSF are 
copolymers, and the requirement of "up to less than 50 mole%" does not require the 
presence of the recited compound residues. Hence, the teachings of El-Hibri meet the 
requirements of these claims. Moreover, El-Hibri discloses the same type of resins i.e. 
"RADEL R" and "UDEL P-1700" as disclosed by applicants in their specification as 
being suitable. Hence, the resins of El-Hibri necessarily have the requisite mole% of 
aromatic dihydroxy compound residues. Note Examples. The composition of El-Hibri 
can contain additional components such as reinforcing filler, fiber pigment and/or 
additive of the type contemplated by applicants in claims 6-10. See column 5, line 65 
through column 6, and line 10. El-Hibri discloses that the blends comprise 
polyphenylsulfone in an amount of from about 50 to about 5 wt%, as required by 
present claims 2-3, 5, 14-15, and 17. It should be noted that the disclosed "about 50 
wt%" necessarily includes amounts greater than 50 wt% because the term "about" 
means that exactitude is not being claimed and includes amounts greater than and less 
than the referenced amount. Hence the disclosed "about 50 wt%" renders obvious the 
instant claimed "greater than 50 wt%" and "about 55 wt%." Regarding claims 4 and 16, 
it is the examiner's position that since the result sought and the ingredients used were 
known, it was within the expected skill of one having ordinary skill in this art to arrive at 
the optimum proportion of those ingredients and any improved results would have 
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resulted from experimentation of an obvious nature and were nothing more than one 
would expect. In re Reese, 129 USPQ 402 (CCPA 1961). 

El-Hibri does not disclose the specific usage as insulation for electrical 
conductors. 

Harris is as set forth above and teaches a polymer composition comprising a 
blend of from about 80 to about 99 percent by weight of a poly(aryl) ether sulfone and 
from about 1 to about 20 percent by weight of a second poly(aryl) ether sulfone. Each 
of the poly(aryl) ether sulfone resins have structural repeat units of the type 
contemplated by applicants, further teaching that his polymer can be used as insulation 
for electrical conductors. 

El-Hibri and Harris each teach blends comprising polyphenylsulfone and 
polysulfone, wherein the blends have good mechanical properties and thermal 
resistance and cost less. Moreover, Harris teaches a blend that is substantially similar 
to that disclosed by El-Hibri. Though El-Hibri is silent as to the utility as insulation for an 
electrical conductor, it would have been obvious to one of ordinary skill in this art at the 
time the invention was made to use the composition of El-Hibri as insulation for an 
electrical conductor, or more specifically, to coat said polymer on a bare metallic wire 
and produce an insulated wire as required by claims 1 and 13, with the reasonable 
expectation of success of producing a wire having good thermal and mechanical 
properties at a lowered cost motivated by the teachings of Harris that similar polymer 
blends are suitable as electrical insulation on conductors. As to claims 27, 29, and 32, 
the polymer insulation and electrical conductor of El-Hibri renders obvious the 
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inventions of claims 27, 29, and 32. Regarding claims 28 and 33, the formation of 
electrical devices such as transformers, motors, generators, alternators, solenoids, and 
relays using magnet wires is well known in this art. Accordingly, it is the examiner's 
position that to use the insulated conductor of El-Hibri and Harris to form any of the 
aforementioned electrical devices would have been an obvious expedient to one of 
ordinary skill in this art, and is not construed to be a matter of invention. 

Therefore, the combined teachings of El-Hibri and Harris would have rendered 
obvious the invention as claimed in present claims 1-17, 25-29, and 32-34. 
9. Claims 18-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over El- 
Hibri et al., 5,164,466 or Harris, 4,957,978 or El-Hibri 6,075,100 in view of Harris 
4,957,978, each as applied above, each in view of Hilker 4,391 ,848. 

El-Hibri '466, Harris '978 and El-Hibri '100 in view of Harris '978 are all as applied 
above but do not teach the specific method steps for producing a magnet wire. Hilker 
teaches a method for forming a magnet wire wherein the coating material can be 
polysulfone, said method comprising a coating step that can be melt extruding that is 
free of solvent, per claims 1 8-20. In addition, Hilker teaches that the metallic magnet 
wire is preheated prior to coating said wire and that the insulation coating is melted prior 
to being coated on said wire, as required by claims 21-22. Also, Hilker teaches that the 
coated wire is hardened and that a quenching step can be included if desired, per 
claims 23-24. See entire document, in particular, abstract, column 3, lines 5-10, column 
4, lines 31-37, column 5, line 17, column 7, lines 11-14, column 7, line 44, and column 
9, lines 24-40. 
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As set forth above, Hilker teaches that polysulfone coating materials are suitable 
materials that can be used in his method. This teaching would have provided a 
suggestion to the skilled artisan that polysulfone resin blends could be used with a 
reasonable expectation of success of forming an insulated magnet wire. Accordingly, it 
would have been obvious to one having ordinary skill in the art to form a magnet wire by 
using the compositions of El-Hibri '466 or Harris '978 or El-Hibri '100 in view of Harris 
'978 as the coating material in the method of Hilker to produce a magnet wire. 

Therefore, the combined teachings of El-Hibri '466 or Harris '978 or El-Hibri '100 
in view of Harris '978, each taken in view of Hilker '848 would have rendered obvious 
the invention as claimed in present claims 18-24. 

1 0. Claims 27-29 and 31 -35 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over El-Hibri et al., 5,164,466 or Harris, 4,957,978 or El-Hibri 6,075,100 in 
view of Harris 4,957,978, each as applied above, and each further in view of Gilliam 
2,754,353. 

El-Hibri '466, Harris '978 and El-Hibri '100 in view of Harris '978 are all as applied 
above and render obvious the invention as claimed in present claims 27-29, 32 and 33- 
34, for the reasons previously stated and incorporated herein. In the alternative, Gilliam 
teaches that the utility of magnet wires in electrical devices such as motors, generators 
or transformers is well known in the art. See entire document, for example, column 1 , 
lines 15-19. Hence, it would have been obvious to the skilled artisan to use the 
insulated wires of El-Hibri '466 or Harris '978 or El-Hibri '100 in view of Harris '978 in the 
formation of articles such as motors, generators or transformers. Regarding claims 31 
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and 35, Gilliam teaches that the metallic wire is in contact with an insulating fluid such 
as silicone oil which increases the abrasion resistance and flexibility of the wire. It 
would have been obvious to one having ordinary skill in the art to include an insulating 
fluid in contact with the metallic wire in order to increase the flexibility and abrasion 
resistance of the wire. 

Therefore, the combined teachings of El-Hibri '466 or Harris '978 or El-Hibri '100 
in view of Harris '978, each taken in view of Gilliam would have rendered obvious the 
invention as claimed in present claims 27-29 and 31-35. 

No claims are allowed. 

Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Note all prior art cited on the PTO-892. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jill Gray whose telephone number is 571 -272-1 524. 
The examiner can normally be reached on M-Th and alternate Fridays 8:00-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Milton I. Cano can be reached on 571-272-1398. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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